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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Mr. Brian Green 
Examiner 
Art Unit 3611 


Mail Stop Reissue 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313 

Sir: 

AFFIDAVIT OF JULIAN C. RENFRO 
UNDER 37 C.F.R. SI. 132 ON OBVIOUSNESS ISSUES 

State of Florida : 

County of Orange : 

Julian C. Renfro, having first appeared before the undersigned officer who is duly 
authorized to administer oaths in the State of Florida, did depose and say: 

1. I am a registered patent attorney. My registration number is 17,742. 
Prior to entering private practice in Winter Park, Florida, I was patent counsel for the 
Martin Marietta Corporation (now Lockheed Martin) at its Orlando facilities; upon 
completing more than 26 years of service with that company, I retired in 1982. A copy 
of my curricula vita is appended as Attachment A. 

EXHIBIT 9 


In re Reissue Patent Application 
for Patent N . 5,711,100 

WILLIAM A. ELMER 

Serial No. 10/098,648 

Filing Date: March 15, 2002 

For: VEHICLE ADVERTISING SIGN, 
SYSTEM AND METHOD 



2. I have been asked to evaluate the grounds of rejection under 35 U.S.C. 
§103 set out in the Examiner's Office Action of June 12, 2003. Because of my 49 years 
as a patent attorney with substantial experience in prosecuting mechanical-type patent 
applications (I estimate that I have prosecuted nearly one thousand mechanical 
applications in my career), I am qualified to give an opinion as to the obviousness 
rejections applied in the June 12, 2003 Office Action and to point out specific factual 
issues regarding the claim language which does not appear to have been addressed 
in that Office Action. 

3. In connection with my analysis on the obviousness issues in the Office 
Action, I reviewed the following documents: 

a. the specification and claims in U.S. Patent 5,711,100; 

b. the June 12, 2003 Office Action; 

c. European Patent 415,194 (in German) and its corollary, Canadian 
Patent 2,041,396 (in English); 

d. U.S. Patent 4,052,806 to George; 

e. U.S. Patent 3,245,165 to Podoloff; 

f. U.S. Patent 2,960,786 to Wagner; 

g. the July 8, 2003 affidavit of Mrs. Sharon Elmer, the wife of the 
inventor; 

h. The July 8, 2003 affidavit of the inventor, Mr. William A. Elmer; 

i. a specimen of a sign made by HTH, Inc. under a license from the 
'100 patent, including the associated magnet assemblies; and 
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j. a reproduction of the magnet-cylindrical member assembly in EP 
415,194 (drawing elements 115 and 112, respectively), which is 
depicted in Attachments F-J in Mr. Elmer's affidavit. 
4. In my analysis of the obviousness rejection set out below, I have 
attempted to follow the rejections in the same order set out in the June 12 Office 
Action. 


I. Rejection of Claims 2 and 3 on EP 1194 and George '806 

5. In this rejection at the bottom of page 5 of the Office Action, the 

Examiner takes the position that EP '194 discloses - 

means (115, 116, 117) for pivotally attaching each 
magnet to the base wherein the pivotal means includes a 
flexible sleeve (115). 

6. With due respect, element 115 in the EP '194 reference is not a "flexible 

sleeve". Indeed, the word "sleeve" does not appear at all in the English translation of 

EP x 194 found in the x 396 Canadian patent. Instead, the relevant portion of the '396 

Canadian patent (which presumably represents a viable translation of EP x 194) 

describes the "member 115" in the following terms: 

It is advisable, furthermore, to attach the.permanent 
magnets 112 on the base area 3 of the box 1 in such a 
manner that they are a spatially movable at least in a 
restricted manner. This may be effected for each magnet 
by way of a resilient member, for instance a cylindrical 
member 115 of rubber which has a restricted 
diameter in its middle portion. Anchoring of each 
permanent magnet 112 is effected by means of a bolt 117 
extending through the central bore of the member 115, with 
the associated nut 116 being received in the associated rail 
113 or 114 of C-shaped profile. The member 115 is 
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molded nto the permanent magnet 112. (Emphasis 
supplied). 

7. Webster's Third New International Dictionary, Unabridged, Copyright 1993 
contains several definitions of the word "sleeve" (appended at Attachment B). All of 
these definitions describe a sleeve as an element which fits about another object. The 
resilient member 115 of the EP'194 reference does not fit about anything, but instead 
has a central bore through which the bolt 117 is inserted for joinder to the rail 114. 

8. In contrast, the x 100 patent discloses a flexible sleeve 130 which fits 
about the threaded shaft of the bolt 128. This represents an important distinction with 
regard to the combination of the resilient member 115 and bolt 117 in the EP '194 
reference; this is true, because the flexible sleeve 130 in the x 100 patent is 
compressed by tightening of the bolt 128, as is specifically shown by dotted lines in 
Figure 1A in the drawing of the '100 patent. On the other hand, the resilient member 
115 of the EP X 194 reference is not capable of being placed under compression by the 
tightening of the bolt 117, for the head of the bolt 117 rests directly against the 
unnumbered washer which abuts the rail 114 in Figure 6 of the '396 Canadian patent. 
The resilient member 115 is simply not a sleeve. 

9. Dependent Claim 3 specifically recites that the fastener extends through 
the magnet, its flexible sleeve and into the base. This language further enhances the 
distinction between EP x 194 and the teachings in the x 100 patent, as discussed above. 

10. There is a further reason why the EP x 194 reference is deficient with 
respect to Applicant's Claims 2 and 3. Specifically, it is noted that the language quoted 
above from page 6 of the Canadian x 396 reference does not refer to the attachment 


mechanism for the member 115 being such as to permit the magnet to conform to the 
shape of the vehicle roof. Rather, the above-quoted language refers to the permanent 
magnets being attached "in such a manner that they are spatially movable at least in 
a restricted manner" (emphasis added). The definition of the word "spatial" from 
Webster's Unabridged Third New International Dictionary is set out at Attachment C. 
None of the definitions of this word remotely suggests that, as used in EP X 194 (and its 
Canadian corollary), a "rocking" movement is achieved to conform to the top of a roof 
panel. Rather, Figure 5 of EP '194 suggests that the spatial movement contemplated 
by this statement is a lateral movement— a movement either to the right or to the left 
so as to avoid ridges or other obstructions that may be present on the surface of the. 
roof. This lateral movement in no way comprehends the language "pivotally attaching 
each magnet..." as set forth in Claim 2. 

11. I have also reviewed the George '806 patent, but find that the system of 
permanently attaching the sign to the roof top of the automobile as depicted in the 
cross section of Figure 3 bears no relationship to Applicant's invention, and does not 
avoid the deficiencies of the EP x 194 reference as discussed above. 

II. Rejection of Claims 1, 4-11 and 13-17 Under 35 U.S-C, 5103 on EP '194, 
George s 806, Podoloff '165 and Wagner *786 

A. Claim 1 

12. I have carefully reviewed each of the EP '194, George, Podoloff and 
Wagner references, and believe there is no suggestion for combining these references. 
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However, even if there were a suggestion for combining these references, it would not 
result in the combination recited in Claim 1, as discussed below. 

13. The EP '194 reference is relied upon for "the idea of fixing the magnets 

to the base without the use of rails/' referring to column 4, lines 25-40 of that 

reference. While I do not have access to an English translation of EP '194, I am able 

to determine the location of the referenced material as being underneath the 

measurements set out at lines 17-24 on page 5 of the Canadian reference (a copy of 

which is appended at Attachment D). I have carefully examined the two paragraphs 

underneath the chart of measurements, and find that this statement in the June 12 

Office Action appears to be directed to the following language appearing in the 

paragraph at the top of page 6 of the Canadian '396 reference: 

An optimum attachment of the box 1 on a vehicle 
roof R which is not planar throughout, possibly may already 
be ensured when only one of the permanent magnets 112 
is slidably arranged on a rail and the other permanent 
magnets are attached to the base area 3 of the box 1 in 
stationary manner. 

14. With due respect, I do not find that the suggestion of attaching 

permanent magnets directly to the base would result in a construction which would 

achieve the following element recited in Claim 1 of the '100 patent to Elmer: 

means for pivotally attaching each magnet to the 
base so that each magnet can pivot and adjust to 
differences in slope along a vehicle metal panel to which the 
advertising sign may be attached. 

15. Indeed, the above-quoted portion of the Canadian '396 patent— which is 
presumed to correspond to EP '194— suggests that the magnet 112 is attached directly 
to the base, without the intervening member 115. Such an arrangement clearly would 
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not achieve the above-quoted element of Claim 1, in which claim the pivotal 
attachment is emphasized. 

16. To the extent that the June 12 Office Action relies upon the above-quoted 
statement from column 4, lines 25-40 of EP '194 to suggest that the cylindrical 
member 115 can be attached directly to the sign box (element 1 in EP'194), a careful 
review of the text of the Canadian corollary and the associated drawings are entirely 
devoid of any teaching as to how that would be achieved. In contrast, the '100 patent 
discloses a construction of the base 107 to include a molded extension 113 into which 
the fastener 128 extends. Such an arrangement is not at all suggested by the 
teachings of EP '194. Furthermore, a review of the secondary references show that 
such an arrangement could not be adapted for the sign construction in EP ' 194 without 
significant modification. Thus, while Podoloff discloses a separate nut 100 into which 
the fastener 96 extends, there is no suggestion in either EP '194 or Podoloff which 
would lead one of ordinary skill in the art to utilize Podoloff's nut to attach a fastener 
to the base of "a completely enclosed hollow" sign body in a facile way. 

B. Claims 4-6 

17. The June 12 Office Action appears to acknowledge that the EP '194 
reference does not disclose a non-magnetic, dish-shaped metal housing, with the 
magnet within the housing, and in which the housing has an edge extending below the 
magnet. Rather, the Office Action appears to rely upon the Podoloff reference for that 
dish-shaped housing element. However, Podoloff does not disclose a dish-shaped 
housing which is metallic, nor does Podoloff disclose a housing having an edge which 
extends below the magnet. Rather, Podoloff discloses a resiliently deformable cover 
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(element 14) which surrounds the magnet, and which fits uniformly underneath the 
magnet as is shown in Figure 2. In such an arrangement, an "edge" which extends 
below the magnet is not defined. Further, I can find no suggestion in either the EP 
'194 reference or the Podoloff patent for combining the two references for any useful 
purpose. 

18. Claims 5 and 6 further specifically define the advertising sign of Claim 4. 
In particular, Claim 6 recites the "flexible sleeve between each magnet assembly and 
the base..." with "a fastener extending through each magnet assembly, each flexible 
sleeve and into the base." The limitations of EP '194 with respect to the "sleeve" 
element discussed in paragraphs 5-8 above are fully applicable to this grounds of 
rejection in the Office Action, since Podoloff does not disclose that his fastener 96 
extends through a flexible sleeve at all, and therefore does not save the deficiencies 
of the EP x 194 reference in this regard. 

19. The Office Action relies upon the Wagner reference for disclosure of 
molded receptacles extending from the base to receive magnets. However, the 
Wagner reference does not overcome the deficiencies of the EP '194 reference with 
regard to the requirement in Claim 4 for pivotally attaching each magnet to the base 
as discussed above in paragraphs 12-16. 

C. Claims 13-18 

20. New Claims 13-18 depend upon and further limit original Claim 1 or 
original Claim 2. These claims are rejected in the Office Action on the combination of 
the EP '194, George, Podoloff and Wagner references. Again, however, this 
combination of references is still deficient with regard to Claim 1 and Claim 2 as is 
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described above in paragraphs 5-16, and therefore Claims 13-18 patentably distinguish 
over the cited references for the same reasons. 
D. Claims 19-25 

21. New Claims 19-25 depend upon and further limit original Claim 3. It is 
my considered opinion that each of these claims define patentable subject matter over 
the prior art relied upon in rejecting dependent Claim 3. My opinion in this regard is 
especially bolstered by the affidavit of Mr. Elmer, which explains the stability of the 
sign shown in the x 100 patent versus those signs depicted in the applied prior art. 

III. Commercial Success Indicates Non-Obviousness 

22. As indicated above in paragraph 3, I have had an opportunity to review 
the affidavit of Mrs. Sharon Elmer, President of HTH (the exclusive licensee under the 
x 100 patent). It is my considered opinion that the strong commercial success of the 
sign structure covered by the '100 patent in light of higher pricing and relatively 
unchanged advertising expenditures are clear indications that the combination 
disclosed in the '100 patent would not have been obvious to one of ordinary skill in the 
art at the time of Mr. Elmer's invention. 



Notary Pablic 
My commission expires: 



Personally known to me 


Produced identification of: 


